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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claims 1-5, 7-15, 17-26, 28-36, and 38-42, are rejected under 35 U.S.C. 102(b) 
as being anticipated by Ruedisueli et al. (5,838,819). 

With regard to independent claim 1, Ruedisueli et al. teaches a method of 

entering formatted electronic ink data provided in association with a user on a 

handwriting system ( abstract and figure 1), the method comprising the steps of: 

positioning one or more pieces of writing medium to substantially overlay at least a 

portion of a digitizing surface associated with the handwriting system (figure 2, items 30 

"paper" and 32 "clip"), physically entering handwritten data on the one or more pieces of 

writing medium using a stylus associated with the handwriting system such that, 

substantially simultaneous therewith, the electronic ink data representing the physically 

entered handwritten data is entered at the digitizing surface (figures 2 and 3, item 34 

shows a hand physically putting ink on the paper on top of the digitizer), wherein the 

one or more pieces of writing medium are configured to have a predefined format 

including one or more fields associated with the predefined format such that the 

on electronic ink data entered at the digitizing surface is computer parse able based on 

the one or more fields (column 2, lines 10-31), and further wherein a field comprises 

a delimited area of the writing medium (figure 2 shows an identifier item 36 being put 
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in a region (or delimited area) for recording the page number and figure 3 shows 
another region (or delimited area) for recording a graph with a label. In addition 
examiner sites Ruedisueli et al. figures 5a-c, 6a-c and 7a-c which illustrate alternative 
modes of operation using page identifiers), and providing one or more user-specified 
indications to indicate that electronic ink data entered in association with the one 
or more user-specified indications is to be associated with one or more fields 
(figures 2 and 3 whereby the user can see the ink as he writes it on the paper 
associated with the page number reads on this broad language for example; I write 
the number 1 , a indication of page number when put in the upper right corner simply 
reads on this broad language ), so as to permit a transition between the entry of 
electronic ink data in accordance with the one or more fields and entry of 
electronic ink data that is not associated with the one or more fields (column 4, 
lines 5-16 also see column 2, lines 10-31 whereby the user has the capability to 
determine which data to be entered is associated or not associated with a specific 
"page" or "session" reads on this broad language also even in the context of using only 
two page reads on this broad language for example figures 2 and 3 illustrate the 
concept of associating a certain graph with page 1 and now if I put in another sheet and 
put a number 2 in the upper right corner and then put a pie chart on page 2 that pie 
chart will not be associated with page 1 ). 

With regard to independent claim 18, Ruedisueli et al. teaches a method of 
entering formatted electronic ink data provided in association with a user on a 
handwriting system (abstract and figure 1), the method comprising the steps of: 
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positioning one or more pieces of writing medium to substantially overlay at least a 
portion of a digitizing surface associated with the handwriting system (figure 2, items 30 
"paper" and 32 "clip"), physically entering handwritten data on the one or more pieces of 
writing medium using a stylus associated with the handwriting system such that, 
substantially simultaneous therewith, the electronic ink data representing the physically 
entered handwritten data is entered at the digitizing surface (figures 2 and 3, item 34 
shows a hand physically putting ink on the paper on top of the digitizer), and providing 
one or more user-specified indications to indicate that electronic ink data entered in 
association with the one or more user-specified indications is to be associated with one 
or more fields of a predefined format (figures 2 and 3 whereby the user can see the ink 
as he writes it on the paper associated with the page number reads on this broad 
language), wherein a field comprises a delimited area of the writing medium (figure 2 
shows an identifier item 36 being put in a region (or delimited area) for recording the 
page number and figure 3 shows another region (or delimited area) for recording a 
graph with a label), such that the electronic ink data entered in association therewith at 
the digitizing surface is computer parse able based on the one or more fields (column 2, 
lines 10-31 ), and such as to permit a transition between the entry of electronic ink data 
in accordance with the one or more fields and entry of electronic ink data that is not 
associated with the one or more fields (column 4, lines 5-16 also see column 2, lines 
10-31 whereby the user has the capability to determine which data to be entered is 
associated or not associated with a specific "page" or "session" reads on this broad 
language). 
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With regard to independent claim 22, Ruedisueli et al. teaches a handwriting 
system for entering formatted electronic ink data provided in association with a user, 
the system (abstract and figure 1), comprising: a digitizing surface (figure 2, item 26); 
a stylus (figure 2, item 34 "pen"); and one or more pieces of writing medium (figure 2, 
items 30 "paper" and 32 "clip"), wherein the one or more pieces of writing medium are 
positioned to substantially overlay at least a portion of the digitizing surface such that 
handwritten data can be physically entered on the one or more pieces of writing medium 
using the stylus such that, substantially simultaneous therewith the electronic ink data 
representing the physically entered handwritten data is entered at the digitizing surface 
(figures 2 and 3, item 34 shows a hand physically putting ink on the paper on top of the 
digitizer).further wherein the one or more pieces of writing medium are configured to 
have a predefined format including one or more fields associated with the predefined 
format such that the electronic ink data entered at the digitizing surface is computer 
parse able based on the one or more fields (column 2, lines 10-31), wherein a field 
comprises a delimited area of the writing medium (figure 2 shows an identifier item 36 
being put in a region (or delimited area) for recording the page number and figure 3 
shows another region (or delimited area) for recording a graph with a label), such that 
one or more user-specified indications can be provided to indicate that electronic ink 
data entered in association with the one or more user-specified indications is to be 
associated with the one or more fields (figures 2 and 3 whereby the user can see the 
ink as he writes it on the paper associated with the page number reads on this broad 
language), so as to permit a transition between the entry of electronic ink data in 
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accordance with the one or more fields and entry of electronic ink data that is not 
associated with the one or more fields (column 4, lines 5-16 also see column 2, lines 
10-31 whereby the user has the capability to determine which data to be entered is 
associated or not associated with a specific "page" or "session" reads on this broad 
language). 

With regard to independent claim 39, Ruedisueli et al. teaches a handwriting 
system for entering formatted electronic ink data provided in association with a user 
(abstract and figure 1), the system comprising: a digitizing surface (figure 2, item 26); a 
stylus (figure 2, item 34 "pen"); and one or more pieces of writing medium (figure 2, 
items 30 "paper" and 32 "clip") wherein the one or more pieces of writing medium are 
positioned to substantially overlay at least a portion of the digitizing surface such that 
handwritten data can be physically entered on the one or more pieces of writing medium 
using the stylus such that, substantially simultaneous therewith the electronic ink data 
representing the physically entered handwritten data is entered at the digitizing surface 
(figures 2 and 3, item 34 shows a hand physically putting ink on the paper on top of the 
digitizer), further wherein one or more user-specified indications can be provided in 
accordance with the one or more pieces of writing medium to indicate that electronic ink 
data entered in association with the one or more user-specified indications is to be 
associated with one or more fields of a predefined format (figures 2 and 3 whereby the 
user can see the ink as he writes it on the paper associated with the page number reads 
on this broad language), wherein a field comprises a delimited area of the writing 
medium (figure 2 shows an identifier item 36 being put in a region (or delimited area) for 
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recording the page number and figure 3 shows another region (or delimited area) for 
recording a graph with a label), such that the electronic ink data entered in association 
therewith at the digitizing surface is computer parse able based on the one or more 
fields (column 2, lines 10-31), and such as to permit a transition between the entry of 
electronic ink data in accordance with the one or more fields and entry of electronic ink 
data that is not associated with the one or more fields (column 4, lines 5-16 also see 
column 2, lines 10-31 whereby the user has the capability to determine which data to be 
entered is associated or not associated with a specific "page" or "session" reads on this 
broad language). 

With regard to claim 2 Ruedisueli et al. teaches wherein at least one of the 
pieces of writing medium has the predefined format for entry of electronic ink data in 
accordance with the one or more fields and at least one of the pieces of writing medium 
does not have the predefined format, such that the user may transition between the two 
pieces of writing medium when performing formatted electronic ink data entry and 
unformatted electronic ink data entry, respectively (figure 5b item 36 and item 50 and 
figure 5c item 54). 

With regard to claim 3 Ruedisueli et al. teaches wherein the one or more fields of 
the one or more pieces of writing medium are preprinted in watermark form thereon, 
such that the user may transition between performing formatted electronic ink data entry 
and unformatted electronic ink data entry on the same piece of writing medium (figure 
12). 
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With regard to claim 4 Ruedisueli et al. teaches wherein the one or more fields of 
the predefined format are associated with a label (page number is a label also figure 2 
shows the user putting a label on the graph). 

With regard to claim 5 Ruedisueli et al. teaches wherein the label is associated 
with an information management function (the page number helps you keep track of 
your notes). 

With regard to claim 7 Ruedisueli et al. teaches wherein the user-specified 
indication providing step further comprises the step of the user signaling the beginning 
of entry of formatted electronic ink data in accordance with the one or more fields (figure 
4, item 40). 

With regard to claim 8 Ruedisueli et al. teaches wherein the user-specified 
indication providing step further comprising the step of the user signaling completion of 
entry of formatted electronic ink data in accordance with the one or more fields (figure 4, 
item 42). 

With regard to claim 9 Ruedisueli et al. teaches further comprising the step of 
providing the user with feedback relating to the user's entry of formatted electronic ink 
data in accordance with the one or more fields (figures 2 and 3 the user can see the ink 
on the paper). 

With regard to claim 10 Ruedisueli et al. teaches wherein the feedback is at least 
one of auditory and visible (figures 2 and 3 the user can see the ink on the paper). 
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With regard to claim 1 1 Ruedisueli et al. teaches wherein the feedback relates to 
whether or not the user is writing within one of the fields (figures 2 and 3 the user can 
see the ink on the paper). 

With regard to claim 12 Ruedisueli et al. Teaches wherein the feedback relate to 
whether or not the user has completed one or more required fields (the page number 
entered by user reads on "required field" because it is needed to store the data with the 
correct page). 

With regard to claim 13 Ruedisueli et al. teaches wherein the handwriting system 
is a personal digital notepad (figure 2 and 12). 

With regard to claim 14 Ruedisueli et al. teaches wherein the one or more 
pieces of writing medium are bound together to form a grouping (column 1 1 , lines 18- 
29). 

With regard to claim 15 Ruedisueli et al. teaches wherein at least one of the 
pieces of writing medium has a carbon paper backing (column 9, line 19). 

With regard to claim 17 Ruedisueli et al. teaches wherein at least one of the 
pieces of writing medium has the predefined format on only a portion of the writing 
medium (figure 7c, item 68). 

With regard to claim 19 Ruedisueli et al. teaches, wherein at least one of the 
user-specified indications comprises at: least one of a letter, a symbol and a word 
(figures 2 and 3 show letters, numbers and a graph). 

With regard to claim 20 Ruedisueli et al. teaches wherein at least one of the 
user-specified indications comprises at least one handwritten stroke (figure 3). 
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With regard to claim 21 Ruedisueli et al. Teaches further comprising the step of 
permitting at least one of user addition, deletion and modification of one or more fields 
(column 2, lines 25-29). 

With regard to claim 23 Ruedisueli et al. teaches wherein at least one of the 
pieces of writing medium has the predefined format for entry of electronic ink data in 
accordance with the one or more fields and at least one of the pieces of writing medium 
does not have the predefined format, such that the user may transition between the two 
pieces of writing medium when performing formatted electronic ink data entry and 
unformatted electronic ink data entry, respectively (figure 5b item 36 and item 50 and 
figure 5c item 54). 

With regard to claim 24 Ruedisueli et al. teaches wherein the one or more fields 
of the one or more pieces of writing medium are preprinted in watermark form thereon, 
such that the user may transition between performing formatted electronic ink data entry 
and unformatted electronic ink data entry on the same piece of writing medium (figure 
12). 

With regard to claim 25 Ruedisueli et al. teaches wherein the one or more fields 
of the predefined format are associated with a label (page number is a label). 

With regard to claim 26 Ruedisueli et al. teaches wherein the label is associated 
with an information management function (the page number helps you keep track of 
your notes). 

With regard to claim 28 Ruedisueli et al. teaches, wherein, in accordance with 
the one or more user specified indications, the system is further operative to permit the 
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user to signal the beginning of entry of formatted electronic ink data in accordance with 
the one or more fields (figure 4, item 40). 

With regard to claim 29 Ruedisueli et al. teaches wherein in accordance with the 
one or more user specified indications, the system is further operative to permit the 
user to signal completion of entry of formatted electronic ink data in accordance with the 
one or more fields (figure 4, item 42). 

With regard to claim 30 Ruedisueli et al. teaches wherein the system is further 
operative to provide the user with feedback relating to the user's entry of formatted 
electronic ink data in 

accordance with the one or more fields (figures 2 and 3 the user can see the ink on the 
paper). 

With regard to claim 31 Ruedisueli et al. teaches wherein the feedback is at least 
one of auditory and visible (figures 2 and 3 the user can see the ink on the paper). 

With regard to claim 32 Ruedisueli et al. teaches wherein the feedback relates to 
whether or not the user is writing within one of the fields (figures 2 and 3 the user can 
see the ink on the paper). 

With regard to claim 33 Ruedisueli et al. Teaches wherein the feedback relate to 
whether or not the user has completed one or more required fields (the page number 
entered by user reads on "required field" because it is needed to store the data with the 
correct page). 

With regard to claim 34 Ruedisueli et al. teaches wherein the handwriting system 
is a personal digital notepad (figure 2 and 12). 
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With regard to claim 35 Ruedisueli et al. teaches wherein the one or more pieces 
of writing medium are bound together to form a grouping (column 9, line 19). 

With regard to claim 36 Ruedisueli et al. teaches wherein at least one of the 
pieces of writing medium has a carbon paper backing (column 9, line 19). 

With regard to claim 38 Ruedisueli et al. teaches, wherein at least one of the 
pieces of writing medium has the predefined format on only a portion of the writing 
medium (figure 7c, item 68). 

With regard to claim 40 Ruedisueli et al. teaches, wherein at least one of the 
user-specified indications comprises at: least one of a letter, a symbol and a word 
(figures 2 and 3 show letters, numbers and a graph). 

With regard to claim 41 Ruedisueli et al. teaches wherein at least one of the 
user-specified indications comprises at least one handwritten stroke (figure 3). 

With regard to claim 42 Ruedisueli et al. Teaches further comprising the step of 
permitting at least one of user addition, deletion and modification of one or more fields 
(column 2, lines 25-29) 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as 
set forth in section 102 of this title, if the differences between the subject matter sought to be 
patented and the prior art are such that the subject matter as a whole would have been obvious 
at the time the invention was made to a person having ordinary skill in the art to which said 
subject matter pertains. Patentability shall not be negatived by the manner in which the invention 
was made. 

4. Claims 6 and 27are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Ruedisueli et al. as applied to claims 1 , 4, 5, 22, 25, 26, above, and further in view of 
Gusack (5,921,582). 
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With regard to claims 6 and 27 Ruedisueli et al. does not illustrate wherein the 
information management function comprises at least one of an appointment recording 
function, a phone message recording function and a listing function of task to be 
accomplished. However this recited use of the digitizer is viewed as merely directed 
toward an "OBVIOUS INTENDED USE" of the Ruedisueli et al. digitizer. 

Gusack teaches, wherein the information management function comprises a 
listing of task to be accomplished (See Gusack figure 19 listing of task 1-6). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to use Ruedisueli et al. digitizer to perform tasking as taught by 
Gusack because the Ruedisueli et al. apparatus is capable of being used that way and 
Gusack which is analyst art shows a similar digitizer being used that way which lends 
support to the concept of a recitation merely directed towards an obvious intended use. 

5. Claims 16, and 37 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Ruedisueli et al. as applied to claims 1 and 22 above, and further in view of 
Gannage et al. (6,504,956). 

With regard to claims 16 and 37 Ruedisueli et al. does not illustrate wherein at 
least one of the pieces of writing medium has an at least partially adhesive backing. 
However he does in column 1 1 , lines 20-22 state, "the means for attaching a paper, 
such as clip 32" this language "such as" extends the expression to suggest other 
means which are obvious alternatives such as adhesive. 

Gannage et al. teaches using paper for his digitizer in the form of "Post-it" notes 
(See Gannage et al. abstract, figure 5) which have an adhesive backing. 
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It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify Ruedisueli et al. to use adhesive backed paper as taught 
by Gannage et al. because the Ruedisueli et al. base reference directly uses 
suggestive language directed towards all obvious equivalent alternatives for "means for 
attaching" and further since Gannage et al. is analysis art, the alternatives offered by 
Gannage et al. would of have been considered at time of invention by one of ordinary 
skill. 

Response to Arguments 

6. Applicant's arguments filed 1/26/2004 have been fully considered but they are 
not persuasive. 

The applicant argues with regard to claim 1 , "Thus, Ruedisueli does not teach or 
suggest that "one or more pieces of writing medium are configured to have a 
predefined format including one or more fields associated with the predefined 
format wherein a field comprises a delimited area of the writing medium ," 

The examiner disagrees because the sited sections which teach; 

"The electronic identifiers of the plurality of sessions facilitate the management of 
the electronic copies, such as the collecting together and merging of sessions having 
similar identifiers." 

"The disclosed electronic notepad using identifies of sessions allows a user to 
return to a previous sheet of handwritten notes to modify previously stored electronic 
notes" . 
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And in regards to the limitation "a field comprises a delimited area of the writing 
medium ," The Ruedisueli et al. figure 2 shows an identifier item 36 being put in a region 
(or delimited area) for recording the page number and figure 3 shows another region (or 
delimited area) for recording a graph with a label. In addition examiner sites Ruedisueli 
et al. figures 5a-c, 6a-c and 7a-c which illustrate alternative modes of operation using 
page identifiers. 

The applicant further argues with regard to claim 1 , Ruedisueli does not teach or 
suggest, "providing one or more user-specified indications to indicate that 
electronic ink data entered in association with the one or more user-specified 
indications is to be associated with the one or more fields". 

The examiner disagrees because the Ruedisueli et al. shows figures 2 and 3 
whereby the user can see the ink as he writes it on the paper associated with the page 
number reads on this broad language for example; I write the number 1 , a indication of 
page number when put in the upper right corner simply reads on this broad language. 

The applicant further argues with regard to claim 1 , Ruedisueli does not teach or 
suggest, a transition between the entry of electronic ink data in accordance with 
the one or more fields and entry of electronic ink data that is not associated with 
the one or more fields". 

The examiner disagrees because Ruedisueli et al. column 4, lines 5-16 also see 
column 2, lines 10-31 whereby the user has the capability to determine which data to be 
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entered is associated or not associated with a specific "page" or "session" reads on this 
broad language also even in the context of using only two page reads on this broad 
language for example figures 2 and 3 illustrate the concept of associating a certain 
graph with page 1 and now if I put in another sheet and put a number 2 in the upper 
right corner and then put a pie chart on page 2 that pie chart will not be associated with 



7. Ruedisueli et al. clearly demonstrates at least the simple concept of having 
ONE formatted delimited area (upper right corner) where the user puts a indication of 
his page number and the remaining page seems to be ONE big free-form unformatted 
delimited area as shown by Ruedisueli figures 2 and 3. 

Applicant clearly demonstrates a more complex concept of having a 
PLURALITY of formatted delimited areas where the user puts specific information 
such as Date or Start time and a PLURALITY of free-form unformatted delimited areas 
such as Location or Other as shown by applicant in figure 4. 

The examiner maintains that due to the broad language presently used in the 
claims that it simply reads on the simple concept presented by Ruedisueli . The 
examiner believes it may be possible to present "new issues" that could possibly 
overcome this 102 rejection since you do seem to possibly illustrate a more complex 
concept but such changes when entered would require further consideration and/or 
search as to anticipation or obviousness in view of the prior art. 



page 1). 



Comments 
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Conclusion 



8. THIS ACTION IS MADE FINAL Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Paul Bell whose telephone number is (703) 306-3019. 

If attempts to reach the examiner by telephone are unsuccessful the Technology 
Center 2600 Customer Service Office whose telephone number is (703) 306-0377 can 
help with any inquiry of a general nature or relating to the status of this application. 

Any response to this action should be mailed to: 



Or Faxed to: (703) 872-9306 

Or Hand-delivered to: Crystal Park II, 2121 Crystal Drive, Arlington, VA, Sixth Floor 
(ReceptionistLo 



Commissioner of Patents and Trademarks 
Washington, D.C. 20231 




Paul Bell 
Art unit 2675 
April 2, 2004 
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